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Maria del Carmen Arana Courrejolles

Estudio Colmenares & Asociados

1 Ownership of marks
‘Who may apply?

Any individual or legal entity, public or private, Peruvian or foreign,
may apply for a trademark with the National Institute for the Defence
of Competition and Intellectual Property Protection (INDECOPI).
An application in the name of more than one person is possible. If the
applicant has no domicile in Peru, a Peruvian representative must be
appointed.

2 Scope of trademark

What may and may not be protected and registered as a
trademark?

According to the Peruvian Trademark Law (Andean Decision 486), a
trademark is a distinctive sign capable of graphic representation, so that
both are essential requirements for its registration.

In accordance with current legislation (articles 134 and 135 of
Decision 486) and Andean Prejudicial Interpretation (Process 032-
IP-2014, page 23) the distinctiveness is the capacity of a sign to indi-
vidualise, identify and differentiate in the market the goods or services,
making possible the consumer to request them. It is the essential
characteristic that all signs should meet in order to be registered as a
trademark.

The distinctiveness refers to the fact that a trademark cannot be
confused with the goods or services it distinguishes, indicate its qualities
or be confusingly similar to another registered trademark in the same
field. In Peruvian legislation the registration of evocative trademarks is
allowed because such trademarks have sufficient distinctiveness.

According to article 134 of Decision 486, the following signs, among
others, may constitute a trademark:

- words or combinations of words;

pictures, figures, symbols, graphic elements, logotypes, mono-

grams, portraits, labels, and emblems;

sounds and smells;

letters and numbers;

a colour with borders to generate a specific shape, or a combination

of colours;

the shape of a product, its packaging or wrappings; and

any combination of the signs or means indicated in the items above.

In Peru, the following non-traditional trademarks can be protected:
olfactory, tactile and taste marks, despite not being expressly men-
tioned, but since the legislation contains a declarative enumeration
of the signs that can constitute marks, such signs could be registered.
Sounds and smells are expressly mentioned as being able to constitute
trademarks. Three-dimensional trademarks are also protected.

Likewise, the legislation permits the registering of evocative signs
as trademarks.

Signs that are constituted by a prefix of common use or usual
particles may be also registered as trademarks provided that the other
element grants it sufficient distinctiveness.

Signs in other languages that are unknown to the Peruvian
consumer may also be registered as trademarks.

Article 50, paragraph (b) of Legislative Decree 1075 (domestic law),
states the requirement of graphic representation for the non-perceptible
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marks. In the case of sound marks, graphic representation is required by
submitting, in the case of a melody, the stave representing it and when
dealing with other sounds, the spectrogram.

Signs that are included in the absolute and relative prohibitions
related to third-party rights cannot be registered as trademarks.

Absolute prohibitions are included in article 135 of Decision 486
and are referred to as words of the language that do not fulfil the distinc-
tive function as they mention the goods or services or a characteristic or
quality thereof. That is, it is not possible to register as trademark a term
of the language that is generic (name of the good), descriptive (men-
tioning any characteristic of the sign), or usual (in the common business
language).

Paragraph (b) mentions the prohibition concerning lack of inher-
ent distinctiveness and paragraphs (i) and (j) signs that may mislead
consumers.

Signs cannot be registered as trademarks when they contain a pro-
tected appellation of origin for wines and spirits paragraph (k) or consist
of a national or foreign geographical reference that is liable to create
confusion in respect of its application to products or services paragraph
1.

Likewise, signs reproducing or imitating heraldic elements such as
coats of arms, flags and emblems, and official signs and stamps used
for the purposes of government control and guarantee and the coats of
arms, flags and other emblems, initials or designations of any interna-
tional organisation, without the permission of the competent authority
of the state or international organisation concerned may not be regis-
tered as trademarks (paragraph (m)).

Further, signs reproducing or imitating signs denoting conformity
with technical standards may not be registered as trademarks unless
such signs are applied for with the national body responsible for stand-
ards and quality requirements in member countries (paragraph (n)).

Signs reproducing, imitating or including the indication of a plant
species protected in an Andean country or any other country when
the application to goods or services relating to such species or its use
is likely to cause confusion or a mistaken association with that variety,
may also not be registered as trademarks (paragraph (0)).

Signs that are contrary to law, morality, public order or good man-
ners may not be registered as trademarks (paragraph (p)).

Relative prohibitions to third-party rights are included in article 136
such as signs that are identical or similar to a trademark filed for reg-
istration or registered earlier by a third party, a protected trade name,
label or emblem, a registered advertising slogan when use of such signs
are likely to lead to confusion or mistaken association.

Signs that are similar or identical to a distinctive sign belonging to a
third party may not be registered as trademarks when the applicant has
been or is a representative or distributor of the owner of the protected
sign and where use of the mark would result in a likelihood of confusion
or mistaken association.

Likewise, signs affecting the identity or prestige of legal entities
(non-profit or not, or natural persons other than the applicant or identifi-
able by the general public as being such a different person), particularly
with regard to a given name, family name, signature, title, nickname,
pseudonym, image, portrait or caricature without consent from that
person or, if deceased, the declared heirs of that person, may also not be
registered as trademarks.
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Further, signs that may violate the intellectual property right or
copyright of a third party without consent of that party, signs consist-
ing of the name of indigenous, African American, or local communi-
ties not filed by the community itself or without its express consent and
signs consisting of a total or partial reproduction, imitation, translation,
transliteration or transcription of a well-known sign belonging to a third
party may not be registered as trademarks.

Article 137 states that the Trademark Office Authorities may
refuse the registration of a trademark when there is sufficient reason to
believe that the registration was applied for to engender an act of unfair
competition.

3 Common law trademarks
Can trademark rights be established without registration?
Trademark rights cannot be acquired without registration (with the

exception of well-known marks). Notwithstanding, it is possible to pro-
tect non-registered signs by other means such as unfair competition.

4 Registration time frame and cost

How long does it typically take, and how much does it
typically cost, to obtain a trademark registration? What
circumstances would increase the estimated time and cost of
filing a trademark application and receiving a registration?
What additional documentation is needed to file a trademark
application?

Normal prosecution of a trademark usually takes between six and nine
months. The time would increase (by about three more months) in cases
where any requirements by the Trademark Office Authorities arise
(adaptation, precision of exclusion of some of the originally filed goods
or services) or when formal papers are missing (power of attorney, prior-
ity document, etc).

If an opposition is filed the processing takes at least 10 more months
before the first administrative instance and if the case is kept in abey-
ance at the request of the interested party or ex officio until a related
case is resolved, it will take about nine further months at the appeal
stage (second administrative instance) depending on the complex-
ity of the case and because pursuant to the law the Trademark Office
Authorities have a term of 180 days to conduct administrative proceed-
ings (article 24 of Legislative Decree 1075).

Costs for obtaining a registration of a trademark without opposition
total about US$700 including official fees and service fees.

A power of attorney is required to file a trademark application. The
document only needs to be signed by an authorised officer of the appli-
cant mentioning his or her full name and capacity. Notwithstanding, a
signed power could not be used in the case of entering an infringement
action or a lawsuit (before the judiciary), in which case, a power of attor-
ney document, duly notarised and apostilled, would be necessary.

5 Classification system

What classification system is followed, and how does this
system differ from the International Classification System as
to the goods and services that can be claimed? Are multi-class
applications available and what are the estimated cost savings?

Although Peru is not a party to the Nice Agreement, the Andean
Community (Bolivia, Colombia, Ecuador and Peru) has adopted and
applies the Nice Classification of Goods and Services for the purposes
of the registration of marks.

Peru adhered to the Trademarks Law Treaty on 6 August 2009,
which came into force on 6 November 2009, wherein the multi-
class system is stated. Legislative Decree No. 1075 (domestic law)
in force from 1 February 2009, adopted the multi-class application
figure. In this sense multi-class applications are available for a single
application containing goods or services, or both, belonging to more
than one class and said application shall give rise to a single registration.
Notwithstanding, if during the processing of the application only some
of the classes are granted and the remainder ones are rejected, the
applicant can divide its application in order to obtain the registration
certificate for those granted classes instead of awaiting the outcome of
the rejected classes that are in the appeal stage. No savings are available
since the same official fees are applicable to all the classes involved.

136

6 Examination procedure

What procedure does the trademark office follow when
determining whether to grant a registration? Are applications
examined for potential conflicts with other trademarks? May
applicants respond to rejections by the trademark office?

After expiry of a 30 day-term counted from the following working day of
publication in the INDECOPI Electronic Gazette (article 6.2 of Supreme
Decree No. 071-2017-PCM), and if no objections have been filed, the
Commission of Distinctive Signs (non-contentious case areas) will pro-
ceed to perform the examination of registrability and would cite those
registered trademarks that in its opinion are confusingly similar to the
sign applied for and that would engender risk of confusion in the market
for consumers.

In cases where objections have been filed, the Commission of
Distinctive Signs (contentious case areas) will assess both the argu-
ments of the objector and the response of the applicants and will issue
an opinion on the objection’s merits and will grant or refuse registra-
tion of the trademark and inform the parties of its decision. It may be
the case that the objection is declared groundless and that the applica-
tion is denied ex officio based on the examination performed by the
Trademark Office Authorities in their database.

7 Useofatrademark and registration

Does use of a trademark or service mark have to be claimed
before registration is granted or issued? Does proof of use have
to be submitted? Are foreign registrations granted any rights of
priority? If registration is granted without use, is there a time
by which use must begin either to maintain the registration or
to defeat a third-party challenge on grounds of non-use?

No use of a trademark or service mark has to be claimed before regis-
tration is granted so no proof of use needs to be submitted during the
processing of the application. Likewise, for maintaining or renewing a
registration no proof of use is required.

In accordance with article 4 of the Paris Convention it is possible
to claim priority of foreign registrations and the corresponding applica-
tions should be filed within a six-month period.

Also in accordance with article 9 of Decision 486 the first applica-
tion for the registration of a trademark that is validly filed in any other
Andean country shall confer on the applicant or the applicant’s assignee
the right of priority in filing for the registration of the same trademark
in Peru.

The registration of a trademark is vulnerable to cancellation action
for non-use by third parties after a three-year term following its grant-
ing. Therefore it is advisable to use the mark prior to finishing said
period in order to defeat a third-party challenge based on grounds of
non-use.

8 Appealing a denied application

Is there an appeal process if the application is denied?

After the issuance of an adverse decision (denial of the application) the
applicant would have a term of 15 working days to challenge the decision
and in said case the applicant would have two alternatives to challenge
the adverse decision issued from the Trademark Office Authorities:
to file a reconsideration brief (based on new documentary proof),
which is processed before the same first administrative instance;
and
to lodge an appeal before the same authority that issued the deci-
sion by submitting new documents, with a different interpretation
of the proof submitted or with purely legal questions. After the
appeal is processed, the first instance authorities will submit the
appeal to the second administrative instance.

The final resolution to be issued by the second administrative instance
exhausts the administrative channel and could only be impugned before
the judiciary via a lawsuit within a three-month term counted from the
date on which the loser part has been notified of the adverse resolution.

Getting the Deal Through - Trademarks 2018
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9 Third-party opposition
Are applications published for opposition? May a third
party oppose an application prior to registration, or seek
cancellation of a trademark or service mark after registration?
What are the primary bases of such challenges, and what
are the procedures? May a brand owner oppose a bad-faith
application for its mark in a jurisdiction in which it does not
have protection? What is the typical range of costs associated
with a third-party opposition or cancellation proceeding?

Applications are published for opposition purposes and any third party
may oppose the application within a 30-day term following the publica-
tion date. The opposition may be grounded on a Peruvian-granted reg-
istration or an earlier application by alleging the absolute and relative
prohibitions stated in articles 135 and 136 (lack of distinctiveness or risk
of confusion with regard to third-party rights).

In accordance with article 146: ‘Within 30 days following such pub-
lication, any person having a legitimate interest may, one time only,
file a valid objection that could result in invalidation of the trademark
registration.

The competent national office may, at the request of a party and
once only, grant an additional 30-day period in which to provide valid
reasons for opposing registration of the trademark.

Reckless objections may be sanctioned if provided for by domestic
legislation.

No objections based on such trademarks as may have existed at the
same time as that being applied for, may be lodged against the applica-
tion within six months following expiry of the grace period referred to
in article 153.

Further, according to article 147 of Decision 486, an Andean oppo-
sition may be filed based on a trademark registration granted in a mem-
ber country of the Andean community (Bolivia, Colombia, Ecuador)
and to meet the Andean opposition requirements, it is necessary to
apply in Peru for the registration of a trademark, identical to the mark
that is the basis of the opposition, otherwise the opposition would not
be processed.

Moreover, an opposition may be filed based on article 7 of the
General Inter-American Convention for Trademark and Commercial
Protection if the opponent is a contracting state or domiciled foreign
national who owns a manufacturing or commercial establishment in
any of the contracting states. The conditions for the application of the
Convention are to prove that the person who is using such mark, or
applying to register or deposit it, had knowledge of the existence and
continuous use in any of the contracting states of the mark on which
opposition is based upon goods of the same class. The opposer may
claim for him or herself the preferential right to use such mark in the
country where the opposition is made or priority to register or deposit it
in such country, upon compliance with the requirements established by
domestic legislation in such country and by this Convention.

The applicant should respond to the opposition within a term of 30
working days after being notified of the opposition brief. At the request
of the opponent the Trademark Office Authorities will grant an addi-
tional 30-day period to ground the opposition and in the same manner
the applicant may request a single period of 30 additional days in which
to provide valid reasons for the refutation.

Furthermore based on article 137 of Decision 486 an opposition
may be filed alleging bad-faith arguments.

In accordance with article 136, paragraph (h) of Decision 486 an
opposition may be based on a well-known trademark.

Further, during the opposition proceeding the applicant may insti-
tute, as means of defence, a cancellation action for non-use against the
mark that is the basis of the opposition.

Moreover, pursuant to article 169 when the owner of a trademark
has caused or allowed that its trademark to become a common or
generic sign to identify or denote one or several of the goods or services
for which it was registered, the authority shall order, ex officio or at the
request of an interested party, the cancellation of the trademark or the
limitation of its scope.

In this regard, a trademark shall be considered to have become a
common or generic sign if, in commercial circles and for the public, it
has lost its distinctive character as an indication of the corporate source
of the product or service to which it is applied.

www.gettingthedealthrough.com

10 Duration and maintenance of registration

How long does a registration remain in effect and what
isrequired to maintain a registration? Is use of the
trademark required for its maintenance? If so, what proof
of use is required?

A trademark registration is granted for a term of 10 years from its grant
date and is renewed for successive 10-year periods. To maintain the reg-
istration it is only necessary to apply for renewal six months prior to its
expiration date or six months after the expiration date (grace period).
In accordance with current regulations and practice no proof of use is
required to renew the registration.

11 The benefits of registration

What are the benefits of registration?

The benefits of obtaining a trademark registration are to gain the right
toits exclusive use, to grant licences, to record assignments, to file oppo-
sitions to third-party applications, to reach coexistence agreements, to
include the mark as an intangible asset of its owner, to institute infringe-
ment actions against non-authorised use of the mark, to accede to bor-
der measures, to give it as a pledge or security, to celebrate transactional
agreements, to enter complaints or criminal actions, etc.

12 Licences

May a licence be recorded against a mark in the jurisdiction?
Are there any benefits to doing so or detriments to not doing
so?

Since the licence is a private consensual agreement between the par-
ties its validity is not subject to official recordal. However, as licences
and other acts affecting industrial property rights shall only take effect
in respect of third parties as from its recordal, it would be advisable to
record the licence to the purposes of proving use or taking legal actions
in the name of the owner based on the registered mark.

13 Assignment

What can be assigned?

Trademarks can be assigned with or without goodwill for all goods and
services covered. However, if the change of ownership does not involve
all the goods or services listed in the registration of the owner, a sepa-
rate registration shall be created in respect of the goods or services for
which there has been a change in ownership. The assignment can be
made with or without the firm to which it belongs and made in writing.
The Trademark Office Authorities can refuse the recordal if the assign-
ment could lead to the risk of confusion.

14 Assignment documentation

What documents are required for assignment and what form
must they take?

A signed power of attorney and a deed of assignment are required from
the assignee and duly executed by both the assignor and assignee. In
accordance with current practice notarisation and legalisation are not
required.

15 Validity of assignment
Must the assignment be recorded for purposes of its validity?
The ownership change must be recorded to take effect in respect of

third parties. Failure to register shall render the assignment invalid in
respect of such third parties.

16 Security interests

Are security interests recognised and what form must they
take? Must the security interest be recorded for purposes of its
validity or enforceability?

Security interests are recognised in Peru and the document should be
executed by both parties, notarised and legalised by apostille. Security
interests must be recorded in the Trade Mark Office records for pur-
poses of validity and enforceability.
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17 Markings
What words or symbols can be used to indicate trademark use

or registration? Is marking mandatory? What are the benefits
of using and the risks of not using such words or symbols?

In Peru’s legislation marking is optional. However, use of the denomina-
tion ‘registered mark’ or symbols such as MR, ® or equivalent, together
with signs that are not registered, are prohibited and subject to sanc-
tions (fines).

The benefits of using the above-mentioned identification are to
warn possible infringers to abstain from non-authorised use as the mark
is duly protected.

There are no risks for not using such words or symbols since it would
be possible to take any legal measures based on the protected right.

18 Trademark enforcement proceedings

What types of legal or administrative proceedings are
available to enforce the rights of a trademark owner against
an alleged infringer or dilutive use of a mark, apart from
previously discussed opposition and cancellation actions?
Are there specialised courts or other tribunals? Is there

any provision in the criminal law regarding trademark
infringement or an equivalent offence?

Border measures are available in Peru through the Customs Authority.
The Customs Authority is an autonomous body of control and sanc-
tions within its own Customs Law. With regard to counterfeit trade-
marks, they are responsible for warning and verifying if the exported
and imported goods infringe any intellectual property rights. To this
end, they request INDECOPI to verify the registration and validity of
the marks that are subject of presumed infringement.

INDECOPI is the official body that grants the registration of a
trademark, unlike the Customs Authority which records a trademark
already registered for border measure purposes, that is, the Customs
Authority only owns a list of records in order to warn the owner of a
registered trademark on the entry of goods including their packaging
bearing an identical or confusingly similar sign to the validly registered
trademark without authorisation so that such goods would infringe the
rights granted to the owner of the trademark by the legislation of the
import country. In said occasion the owner of the registered trademark
may request the Customs Authority to suspend the customs operation
and immobilise the goods and should supply the necessary information
and a sufficiently detailed and precise description of the goods subject
of the alleged infringement so they can be identified.

Any party initiating or intending to initiate an action for infringe-
ment may request the Trademark Office Authorities to order immedi-
ate provisional measures for the purpose of preventing an infringement
from occurring, avoiding its consequences, obtaining or preserving evi-
dence, or ensuring the effectiveness of the action or compensation for
damage.

Pursuant to article 238 of Decision 486 infringement actions may
be entered in the administrative channel (before the Commission of
Distinctive Signs of INDECOPI) against any persons infringing rights
of a trademark owner or against any persons performing acts that are
extremely likely to result in the infringement of that right. In the case of
the co-owner of a right, any one of the co-owners may bring action for
infringement without the need for consent from the other party.

Article 155 establishes the grounds that may be invoked in an
infringement action, which are:

(@) using or affixing the trademark or a similar or identical
distinguishing sign to products in respect of which the
trademark is registered; to products connected with the services
for which the trademark is registered; or to the packages,
wrappings, packing, or outfittings of those products;

(b) removing or changing the trademark, once it has been placed
on or affixed to the products in respect of which the trademark
is registered, for commercial purposes; to products connected
with the services for which it is registered; or to the packages,
wrappings, packing, or outfitting of those products;

(c) manufacturing labels, packages, wrappings, packing, or such
other materials as may reproduce or contain the trademark,
and selling or storing such materials;
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(d) using, in the course of trade, identical or similar signs to the
trademark for goods or services, where such use would result
in a likelithood of confusion or mistaken association with the
registration owner. In the case of the use of an identical sign for
identical goods or services, a likelihood of confusion shall be
presumed;

(e) using in the course of trade identical or similar signs to a
well-known trademark with respect to any goods or services,
where such use, by weakening the distinctive force or the value
of that trademark for commercial or advertising purposes or
by taking unfair advantage of the prestige of the trademark or
of its owner, could unjustly damage the registration owner’s
economic or commercial interests;

making public use of identical or similar signs to a well-known

trademark, even for purposes that are non-commercial, where

such use could weaken the distinctive force or value of that
trademark for commercial or advertising purposes or take
unfair advantage of its prestige.

=

(.

Proof of the infringement, such as a sample of the infringing product
and voucher for its purchase, should be submitted in support of the
alleged infringement.

Civil actions may be entered before specialised courts to obtain
compensation for damage after obtaining a final favourable decision
in an infringement proceeding and the following criteria shall be used,
among others, to calculate the amount of compensation to be paid for
damage:

- the consequential damage and lost profits suffered by the rights
holder as a result of the infringement;

the amount of profit obtained by the infringer as a result of the acts

of infringement; or

based on the commercial value of the infringed right and such con-

tractual licences as may have already been granted, the price the

infringer would have paid for a contractual licence.

Criminal actions are may be instituted before the court or the Public
Prosecutor against persons committing industrial property offences
such as trademark counterfeiting and the objective is that such persons
are sanctioned with penalties or punished with imprisonment.

19 Procedural format and timing

What is the format of the infringement proceeding?

The stages of an infringement proceeding in the administrative

channel are:

- formal denouncement in written with proofs of the infringing act;
inspection visit at the premises of the infringer in order to verify the
denounced infringing acts;

- minutes of the inspection;
reply of the defendant;
conciliation hearing of the parties;

- resolution;
appeal (within a 15-day term by the losing party);
reply to the appeal (by the winning party); and

+  final administrative resolution issued by the administrative court
(second instance).

Discovery is allowed and the Trademark Office Authorities may require
from the parties the submission of documentation or exhibition of
goods.

Technical reports from experts may be requested by the Trademark
Office Authorities to verify the technical features of the original goods
compared with the counterfeit goods.

At first instance the decision is issued by a professional commis-
sion made up of three members and a director.

At second instance (administrative court) the decision is issued by
four members and one president.

The infringement proceeding is summary and brief. It typically
lasts nine months in the first instance and seven months in the sec-
ond instance. It is possible to state that in administrative proceedings
reconsideration briefs are not available, only appeals.

Criminal enforcement mechanism is also available and the plain-
tiff may initiate a criminal action before the District’s Attorney office
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that will require a technical report from the Commission of Distinctive
Signs. Thereafter the public prosecutor will assess the denouncement
and the filed proof’s to determine the facts with the support of the police.
Then the police’s statement will be assessed by the public prosecutor
who will decide to formalise the denouncement before the Criminal
Court. After the denouncement has been formalised, the case will be
taken over by a judge and the plaintiff should constitute a civil party.

As to the destiny of the seized goods either in administrative
proceedings or criminal denouncements, the Trademark Office
Authorities may order their destruction or donation.

20 Burden of proof

What is the burden of proof to establish infringement or
dilution?

To establish that an infringement occurs, the following actions should
be taken:
The infringing act or fact should be proven by enclosing as a proof,
a sample of the infringing product bearing the infringing trade-
mark, as well as a copy of the invoice or ticket of sales wherein the
infringing sign can be clearly seen.
In accordance with article 136, paragraph (h) of Decision 486 to
establish that dilution occurs, the following should be proven:
that the trademark is well known, to which end itis necessary to
submit documents evidencing a wide broadcast and extensive
knowledge by the public consumer (advertising and invoices),
market studies, balances, sponsor, etc, in accordance with the
criteria set forth in article 228 of Decision 486; and
it is necessary to prove the act or fact that puts the well-known
trademark at risk of dilution, proving that the trademark is
unique in the market and that it distinguishes only one sector
of products or services and that there is no other equal or simi-
lar trademark, either in the same sector or another one; and
that it is a unique trademark and strongly distinctive.

Once the above has been proven, the infringing sign or the sign that
engenders risk of dilution with the registered or well-known trademark
is examined.

21 Standing

Who may seek a remedy for an alleged trademark violation
and under what conditions? Who has standing to bring a
criminal complaint?

The remedy for an alleged trademark infringement must be brought
by the trademark owner or by the licensee, if a licence agreement is
recorded and the terms of the licence authorise it to take said legal
action.

A criminal complaint may be only brought by the trademark owner
before the court.

22 Foreign activities

Can activities that take place outside the country of
registration support a charge of infringement or dilution?

No infringement action is possible against activities that take place
outside the country of registration considering that, in accordance with
current legislation, the rights are territorial.

23 Discovery

What discovery or disclosure devices are permitted for
obtaining evidence from an adverse party, from third parties,
or from parties outside the country?

As above, it is not possible to take legal action against third parties out-
side the country.
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24 Timing
What s the typical time frame for an infringement or dilution,
or related action, at the preliminary injunction and trial levels,
and on appeal?

A typical time frame for an infringement or dilution proceeding would
be nine months before the Commission of Distinctive Signs (first
administrative instance). In the case that the decision is appealed
before the second instance a final resolution could be expected within a
seven-month term. Typically the final decision is not impugned before
the judiciary. If the cautionary measure (preliminary injunction) is
accepted by the Trade Mark Office, it will be kept until the issuance of
a resolution, which may be appealed. If the final decision declares the
infringement action well founded, the preliminary injunction will be
final and the plaintiff will decide whether the immobilised goods should
be destroyed or donated.

25 Litigation costs

What is the typical range of costs associated with an
infringement or dilution action, including trial preparation,
trial and appeal?

Costs associated with an infringement or dilution action before the two
administrative instances range from US$2,000 to US$3,000.

26 Appeals

What avenues of appeal are available?

A decision issued by the first administrative instance can be only
appealed within a peremptory term of 15 days counted from the noti-
fication date. Reconsideration briefs are not available in these kinds of
administrative proceedings.

After the issuance of a second resolution by the administrative
court no further appeals are available. Only a lawsuit before the judi-
ciary would be possible, but defendants typically do not resort to the
judicial power.

27 Defences

What defences are available to a charge of infringement or
dilution, or any related action?

Articles 157 (good-faith use) and 158 (exhaustion of rights) of Decision
486 would be available against a charge of infringement or dilution.
Articles 157 and 158 state the following.

Article 157

Provided that it is done in good faith and does not constitute use as
a trademark, third parties may, without the consent of the owner
of the registered trademark, make use in the market of their own

names, addresses, or pseudonyms, a geographical name, or any
other precise indication concerning the kind, quality, amount,

purpose, value, place of origin or time of production of their goods
or of the rendering of their services, or other characteristics thereof;
provided that such use is confined to identification or information

purposes only and is not likely to create confusion over the source of
the goods or services.

Trademark registration shall not confer on the owner the
right to prevent a third party, where proceeding in good faith, from
using the trademark to announce - even in advertising using brand
comparisons - offer for sale, or advertise the existence or availability
of lawfully trademarked goods or services, or from advertising the
compatibility or suitability of spare parts or accessories that may
be used with goods bearing the registeved trademark, provided that
such use is confined to the purpose of informing the public and is
unlikely to lead to confusion over the corporate origin or the goods
or services concerned.

In the process 415-IP-2015 of 23 June 2016 referring to the limitation
on the exclusive use of the registered trademark, it is interpreted that
article 157 allows that third parties, without the consent of the owner
of a registered trademark, may perform certain acts in the market with
regard to the use of said mark provided that the following use condi-
tions are fulfilled:

139

© Law Business Research 2017



PERU Estudio Colmenares & Asociados
closure of the premises where the products bearing the infringing
Update and trends mark are manufactured or marketed, a fine and publication of the res-

Supreme Decree No. 071-2017-PCM, published on 29 June 2017,
implemented the electronic publishing mode for the INDECOPI
Official Gazette, for the application of trademark registrations
and other elements of industrial property, in order to eliminate
bureaucratic barriers to the promotion of competitiveness.

Pursuant to article § of this decree, the Electronic Gazette
of INDECOPI is published on a daily basis and is available free,
permanently, via the INDECOPI website (www.indecopi.gob.pe).

With regard to trademark applications, it will no longer be
necessary to request the publishing order, since applications
fulfilling the formal requirements are assessed by the
Administrative Authority who issues a decision that is published in
the Gazette the following day. In the case of a formal objection, the
applicant is notified to reply within 1§ working days.

Supreme Decree No. 086-2017-PCM published on 28 August
2017 exempts for one year the collection of fees for the application
and registration of collective marks of associations, producers and
agricultural and indigenous communities located in emergency
zones affected by climate phenomena, in order to boost their
economic development.

That the use is done in good faith, that is, lack of knowledge of the
previous trademark or that the reference to the another’s trade-
mark is fair in terms of: the legitimate interests of the owner, the
general interest of the consumers and the proper functioning of
the. Use cannot take advantage of the registered trademark nei-
ther causing dilution of the well-known trademark nor other uses
but for identification or information purposes.

That the use is not performed as a trademark. It cannot be used as
a distinctive sign and should be limited to make reference to the
characteristics of the product or service and not engendering risk
of confusion with the registered trademark. Use cannot be lead
the public into error over the actual origin of the goods or services
(due diligence).

That the use is exclusively confined to identification or informa-
tion purposes of any characteristic of the goods or services, to
respect commercial good faith, uses and honest practices.

That the use does not lead the public into error over the corporate
origin of the goods or services. Use should not be done as a distinc-
tive sign nor causing the impression that such goods or services
provide from enterprises that are economically linked.

It should be noted that the above-mentioned conditions must be sub-
mitted concurrently.

Article 158

Trademark registration shall not confer on the owner the rights to
prevent third parties from engaging in trade in a product protected
by registration once the owner of the registered trademark or
another party with the consent of or economic ties to that owner
has introduced that product into the trade of any country, in
particular where any such products, packaging or packing as may
have been in direct contact with the product concerned have not
undergone any change, alteration or deterioration.

For the purposes mentioned in the preceding paragraph, two
persons shall be considered to have economic ties when one of the
persons is able to exercise a decisive influence over the other, either
directly or indirectly, with respect to use of the trademark right or
when a third party is able to exert that influence over both persons.

28 Remedies

What remedies are available to a successful party in an action
for infringement or dilution, etc? What criminal remedies
exist?

Remedies when an infringement action or dilution is successful

One or more of the measures established in article 241 of Decision
486 can be applied, such as cessation of infringing acts, removal from
commercial channels of the infringing products or the materials and
means whereby the infringing products are manufactured, confisca-
tion and destruction of infringing products, permanent or temporary
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olution declaring it to be well founded, the infringement action, costs
and expenses.

Remedies when a dilution action is successful
Cessation of the advertising causing the dilution, destruction of the
product or products that contribute to dilution, as well as a fine.

Existing criminal remedies

In accordance with articles 222 and 223 of the Criminal Code the
offences against industrial property related to trademarks are sanc-
tioned by imprisonment for not less than two years or greater than
five years, fines, disqualification to do business and destruction of the
seized goods.

29 ADR

Are ADR techniques available, commonly used and
enforceable? What are the benefits and risks?

ADR techniques are available in Peru either in administrative proceed-
ings or civil actions.

Commonly, amicable agreements can be negotiated between the
parties as a result of conciliation hearings, and if the parties reach a
private agreement in the presence of the authorities, the administra-
tive process will be concluded and the parties are obliged to fulfil the
terms of the agreement. Generally the parties to an infringement pro-
ceeding do not resort to arbitration.

The benefits of these kinds of agreements are to shorten the pro-
cess since the authorities would no longer need to issue a decision,
to reach a solution satisfying both parties, and to reduce the costs
involved for the parties.

There are no risks in resorting to ADR techniques.

30 Famous foreign trademarks

Is a famous foreign trademark afforded protection even if
not used domestically? If so, must the foreign trademark
be famous domestically? What proof'is required? What
protection is provided?

In the Peruvian system, article 224 of Decision 486 on well-known
trademarks offers a special protection to the well-known trademark in
any member country of the Andean Community that goes beyond the
territoriality, speciality and registration principles.

Current legislation in Peru (Andean Decision 486) grants special
protection to a foreign trademark that is recognised as well known in
Peru or any other Andean country (Bolivia, Colombia, Ecuador) by
the pertinent sector against non-authorised use of the mark or risk of
dilution.

The jurisprudence of the Tribunal of the Court of Justice of the
Andean Community develops the criteria set forth in article 228 of
Decision 486 to determine when a trademark is well known.

In this sense, for a trademark to be considered as well known, it
should fulfil at least one of the following criteria, pursuant to the gen-
erally accepted doctrinal criteria:

being widely advertised, ensuring the mark is recognised by a high

percentage of the population;

enjoying extensive use and acceptance by consumers;

holding significance in the trade or industrial field in which the

mark belongs; and

merely mentioning it should provoke in the public a direct associa-

tion with the product or service that it identifies.

These criteria have been mentioned by the Justice Court of the Andean
Community in the following proceedings: Proceeding 09-IP-2002
published in the Official Gazette No. 777 on 7 March 2003; Proceeding
6-1P-2005 published in the Official Gazette No. 1185 on 12 April 2005;
and Proceeding 128-1P-2007 published in Official Gazette No. 1588 on
20 February 2008.

In Proceedings 126-IP-2008 dated 13 March 2009 and 30-IP-2014
dated 10 September 2014, in the fifth conclusion, the connection of
two criteria are highlighted: the diffusion among the related public
consumers to which the sign is referred and the intensive use within
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the concerned sector. It is noted that the person claiming that the
trademark is well-known should evidence this quality within the con-
cerned sector and not within the general public consumers.

In Proceedings 470-1P-2015 published in Official Gazette No. XXX
of 8 June 2015, on page 15 it states that the special protection granted to
the well-known trademark is extended, in case of risk of confusion for
similarity with a sign pending of registration, independently of the ter-
ritory or the class for which the mark was registered, in order to avoid
an unfair advantage of the reputation of the well-known trademark
and prevent the damage that the similar sign could cause to its distinc-
tiveness or reputation (see Proceedings 107-IP- 2015, page ).

Article 230 of Decision 486 considers as relevant sectors of refer-
ence, the determination of the well-known quality of a distinctive sign,
among others, not only with potential consumers but actual consum-
ers and also people who are involved with goods or services, either
before, during or after their sale.

Peruvian trademark legislation and jurisprudence has set forth
that the well-known trademark is exposed to different risks: risk of
confusion (direct or indirect), association, dilution or illegal use.

In Proceeding 66-1P-2015, dated 29 April 2015, the Andean Court
of Justice reiterated that the risk of confusion is the possibility that
when the consumer purchases a product he or she may think that he or
she is acquiring another product (direct confusion), or he or she may
think that the product has a business origin other than the one it actu-
ally has (indirect confusion).

The risk of association is the possibility that the consumer,
although being able to differentiate between the trademarks in conflict
as well as the business origin of the product, thinks, when purchasing
it that the manufacturer of said product and other company have an
economic relationship or business connection. (These definitions are
found in Proceeding 70-IP-2008, dated 2 July 2008 and other further
proceedings.)

The risk of dilution is the possibility that the use of other identi-
cal or similar signs causes weakness in the highly distinctive capacity
that the well-known sign has gained in the market, even if it is used for
dissimilar products that do not have any degree of competitive con-
nection with those protected by the well-known sign (Proceeding 117-
IP-2014, dated 1 October 2014 wherein articles 117, 224, 225, 226 and
228 are interpreted).

The risk of illegal use is the possibility that a competitor takes
unfair advantage of the prestige of the well-known sign, even when the
action is carried out on goods or services that do not have any degree of
competitive connection with those protected by the well-known sign
(Proceeding 66-1P-2015, dated 29 April 2015).

In the administrative precedent of mandatory compliance of
INDECOPI, Resolution 2951-2009/TPI-INDECOP]I, dated 9 November
2009, highlighted that the person claiming the ‘well-known’ quality
should evidence the said situation of the trademark in order to enjoy
the protection as a well-known trademark. On the other hand, it is also
set forth the special protection of the well-known trademark against
the risk of dilution that diminishes distinctiveness of the trademark
and weakens the relationship between trademark and product. A well-
known trademark enjoys special protection and is an exception to the
speciality principle as well as to the territoriality principle, because its
registration is not necessary.

As per the precedent, the burden of proof is with the party that
alleges the notoriety of the mark, which will be the first interested in
submitting the evidence to convince the Trademark Office Authorities
regarding the invoked notoriety. To that end, the parties may submit any
proof admitted in the administrative proceeding, such as commercial
invoices for sales, advertising, even by virtual media, results of public
consumer opinion polls or in business circles, registration certificates of
the mark in foreign countries, inventories, market research, documents
evidencing the amounts invested in the advertising and promotion of
the mark. In addition to the above-mentioned traditional probatory
means, other types of circumstantial notoriety proof are recognised that
arise from the development of international commerce and from mod-
ern means of transport, communications and promotion in the global
market, such as advertising related to tourism (magazines distributed
in flight by air carriers), volume of requests from persons interested in
obtaining a franchise or licence of the mark in a determined territory,
existence of manufacturing activities, purchase or storage by the owner
of the mark in the territory wherein protection is sought, residual effects
of advertising (understood to be what remains in the mind of the con-
sumer after having received an advertising message) projected from
one territory to another, international coverage of sport events and
entertainment in which there is advertising content, etc.

In accordance with current practice, the documents evidenc-
ing notoriety can be filed as single copies without any notarisation or
legalisation.

With regard to the impediments related to third-party rights, article
136, paragraph (h) of Decision 486 prohibits the registration as trade-
mark of a sign that consists of a total or partial reproduction, imita-
tion, translation, transliteration, or transcription of a well-known sign
belonging to a third party without regard to the type of product or ser-
vice to which it shall be applied, the use of which would lead to a likeli-
hood of confusion or mistaken association with that party; taking unfair
advantage of the prestige of the sign; or weakening its distinctive force
or its use for commercial or advertising purposes.
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